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§1.660

(b) Should the Board have knowledge
of any ground for reexamination of a
patent involved in the interference as
to a patent claim not involved in the
judgment of the interference, it may
include in its decision a recommenda-
tion to the Commissioner that the pat-
ent be reexamined. The Commissioner
will determine whether reexamination
will be ordered.

(c) The Board may make any other
recommendation to the examiner or
the Commissioner as may be appro-
priate.

§1.660 Notice of reexamination, re-
issue, protest, or litigation.

(a) When a request for reexamination
of a patent involved in an interference
is filed, the patent owner shall notify
the Board within 10 days of receiving
notice that the request was filed.

(b) When an application for reissue is
filed by a patentee involved in an inter-
ference, the patentee shall notify the
Board within 10 days of the day the ap-
plication for reissue is filed.

(¢) When a protest under §1.291 is
filed against an application involved in
an interference, the applicant shall no-
tify the Board within 10 days of receiv-
ing notice that the protest was filed.

(d) A party in an interference shall
notify the Board promptly of any liti-
gation related to any patent or applica-
tion involved in an interference, in-
cluding any civil action commenced
under 35 U.S.C. 146.

(e) The notice required by this sec-
tion is designed to assist the adminis-
trative patent judge and the Board in
efficiently handling interference cases.
Failure of a party to comply with the
provisions of this section may result in
sanctions under §1.616. Knowledge by,
or notice to, an employee of the Office
other than an employee of the Board,
of the existence of the reexamination,
application for reissue, protest, or liti-
gation shall not be sufficient. The no-
tice contemplated by this section is no-
tice addressed to the administrative
patent judge in charge of the inter-
ference in which the application or pat-
ent is involved.

[49 FR 48455, Dec. 12, 1984, as amended at 60
FR 14530, Mar. 17, 1995]
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8§1.661 Termination of interference
after judgment.

After a final decision is entered by
the Board, an interference is consid-
ered terminated when no appeal (35
U.S.C. 141) or other review (35 U.S.C.
146) has been or can be taken or had.

§1.662 Request for entry of adverse
judgment; reissue filed by patentee.

(a) A party may, at any time during
an interference, request and agree to
entry of an adverse judgment. The fil-
ing by a party of a written disclaimer
of the invention defined by a count,
concession of priority or
unpatentability of the subject matter
of a count, abandonment of the inven-
tion defined by a count, or abandon-
ment of the contest as to a count will
be treated as a request for entry of an
adverse judgment against the applicant
or patentee as to all claims which cor-
respond to the count. Abandonment of
an application, other than an applica-
tion for reissue having a claim of the
patent sought to be reissued involved
in the interference, will be treated as a
request for entry of an adverse judg-
ment against the applicant as to all
claims corresponding to all counts.
Upon the filing by a party of a request
for entry of an adverse judgment, the
Board may enter judgment against the
party.

(b) If a patentee involved in an inter-
ference files an application for reissue
during the interference and the reissue
application does not include a claim
that corresponds to a count, judgment
may be entered against the patentee. A
patentee who files an application for
reissue which includes a claim that
corresponds to a count shall, in addi-
tion to complying with the provisions
of §1.660(b), timely file a preliminary
motion under §1.633(h) or show good
cause why the motion could not have
been timely filed or would not be ap-
propriate.

(c) The filing of a statutory dis-
claimer under 35 U.S.C. 253 by a pat-
entee will delete any statutorily dis-
claimed claims from being involved in
the interference. A statutory dis-
claimer will not be treated as a request
for entry of an adverse judgment
against the patentee unless it results
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in the deletion of all patent claims cor-
responding to a count.

[24 FR 10332, Dec. 22, 1959, as amended at 53
FR 23735, June 23, 1988; 60 FR 14530, Mar. 17,
1995]

§1.663 Status of claim of defeated ap-
plicant after interference.

Whenever an adverse judgment is en-
tered as to a count against an appli-
cant from which no appeal (35 U.S.C.
141) or other review (35 U.S.C. 146) has
been or can be taken or had, the claims
of the application corresponding to the
count stand finally disposed of without
further action by the examiner. Such
claims are not open to further ex parte
prosecution.

§1.664 Action after interference.

(a) After termination of an inter-
ference, the examiner will promptly
take such action in any application
previously involved in the interference
as may be necessary. Unless entered by
order of an administrative patent
judge, amendments presented during
the interference shall not be entered,
but may be subsequently presented by
the applicant subject to the provisions
of this subpart provided prosecution of
the application is not otherwise closed.

(b) After judgment, the application of
any party may be held subject to fur-
ther examination, including an inter-
ference with another application.

[60 FR 14530, Mar. 17, 1995]

§1.665 Second interference.

A second interference between the
same parties will not be declared upon
an application not involved in an ear-
lier interference for an invention de-
fined by a count of the earlier inter-
ference. See §1.658(c).

8§1.666 Filing of interference settle-
ment agreements.

(a) Any agreement or understanding
between parties to an interference, in-
cluding any collateral agreements re-
ferred to therein, made in connection
with or in contemplation of the termi-
nation of the interference, must be in
writing and a true copy thereof must
be filed before the termination of the
interference (§1.661) as between the

§1.671

parties to the agreement or under-
standing.

(b) If any party filing the agreement
or understanding under paragraph (a)
of this section so requests, the copy
will be kept separate from the file of
the interference, and made available
only to Government agencies on writ-
ten request, or to any person upon peti-
tion accompanied by the fee set forth
in §1.17(i) and on a showing of good
cause.

(c) Failure to file the copy of the
agreement or understanding under
paragraph (a) of this section will
render permanently unenforceable such
agreement or understanding and any
patent of the parties involved in the in-
terference or any patent subsequently
issued on any application of the parties
so involved. The Commissioner may,
however, upon petition accompanied by
the fee set forth in §1.17(h) and on a
showing of good cause for failure to file
within the time prescribed, permit the
filing of the agreement or understand-
ing during the six month period subse-
quent to the termination of the inter-
ference as between the parties to the
agreement or understanding.

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May
31, 1985, as amended at 54 FR 6904, Feb. 15,
1989; 60 FR 20228, Apr. 25, 1995]

§1.671 Evidence must comply with
rules.

(a) Evidence consists of testimony
and referenced exhibits, official records
and publications filed under §1.682, tes-
timony and referenced exhibits from
another interference, proceeding, or ac-
tion filed under §1.683, discovery relied
upon under §1.688, and the specification
(including claims) and drawings of any
application or patent:

(1) Involved in the interference.

(2) To which a party has been ac-
corded benefit in the notice declaring
the interference or by a preliminary
motion granted under §1.633.

(3) For which a party has sought, but
has been denied, benefit by a prelimi-
nary motion under §1.633.

(4) For which benefit was rescinded
by a preliminary motion granted under
§1.633.
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